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REMARKS 

Claims i-9, 12. 14-15 and 20-22 were pending in the application. Claims 20-22 have 
been cancelled. Accordingly, claims 1 -9, 12, and 14-15 remain pending in the application. 
Reconsideration is respectfully requested in view of the amendments to die claims and the 
following remarks. Reconsideration is respectfully requested in view of the amendments to the 
claims and the following remarks. 

I. The § 132 Rejections 

Claims 20-22 were rejected under 35 U.S.C. § 1 12. first paragraph, as foiling to comply 
with the enablement requirement. In particular, the /Examiner asserts that even though the 
concept of altering the debug client function to debug software is disclosed in the specif cation 
on page 7, line 20 to page 8, line 5, there is not sufficient detail to enable one of skill in the art to 
make or use the invention. Applicant has cancelled claims 20-22 rendering this rejection moot, 
Nevertheless, Applicant respectfully disagrees with the Examiner's assertion that only the 
concept of altering the debug client function to debug software is disclosed. The specification 
discloses two specific techniques for altering the debug client function to debug software - 1 } 
using the debug client function to manage instruction pointer logic within an ASIC, and 2) using 
the debug client function to manipulate registers and memory. Applicant respectfully submits 
that such a disclosure provides sufficient detail for one of skill in the art to make (or use; the 
invention. 

IL The § 103 Rejections 

Claims 1 -9 and 12-19 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
U.S. Patent. 6,829,751 ("Shen"). 

Applicant respectfully iraversest.be rejections. 
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Claim 1 recites an application specific integrated circuit ( ASIC) including a field 
programmable gate array (FPGA) coupled to a plurality of internal signals (including at least one 
bus) within the ASIC. The FPGA includes a debug client function that is in communication with, 
a server and includes comparator logic operable to compare selected ones of the plurality of 
internal signals coupled to the FPGA with a trigger pattern downloaded from the server, and 
includes storage logic operable to store a state of the selected ones of the plurality of interna) 
signals that match the trigger pattern fur later retrieval by the server. 

4 Shi.n / m * ?<> / »'s,/ov uii J'Pli i i i\i o A hi g t uni / cut. not, that h\ huh \ 
Comparator Logic Operable To Compare Selected Ones of a Plurality of Internal 
Si-'hoIs ( >wo d fa ibi ! f> t I in//,,/ A/eef Palh/h ,<■>, k, 1t<-n,< \ o» 

Shen discloses a system for designing an integrated circuit (IC) (see Abstract). More 
specifically, Shen discloses implementi ng an FPGA core that may be used to perform on-chip 
diagnostics that enable debugging functions, such as bus monitoring, probing, single step 
running, triggering, and capturing (col, 2, 11 39-45). 

The Examiner acknowledges that Shen fails to explicitly disclose an FPGA containing a 
debug client function including comparator logic operable to compare selected ones of a plurality 
of internal signals coupled to the FPGA core with a trigger pattern downloaded .from a server, 
T do\wut the Examine* is.serts that be su Shen teaches .monitoring the correctness of a bus 
protocol, detecting errors, and verifying bug fixes, then it would have been obvious to one of 
skill i A tt that She! s sses th claimed comp ator I c Furthet lie earn iner ass i 
that the functions of monitoring, verifying bug fixes, and detecting errors cannot be 
accomplished without '-comparator logic operable to compare selected ones of a plurality of 
internal signals coupled to the FPGA cos with tri er pattern do nloaded from a server' 
Applicant respectfully disagrees. 



While Shon discloses performing the functions of monitoring, verifying bug ikes, and 
dcleco , fc vin is Upiu. ' I m i ins that i rn. lutnuii. a e pc v, lu eg j K J m .<, i_ 
w G i <. icuus 'u v k ^ me r ,'< \ uac lw ) v>lmh lohrggnig \sorh<-taiH.n 
104 is not contained within the FPGA core 1 02 (see coi. 2, ii. 63-65; FIG, 1). That, is, Shen 
discloses that data is collected from the FPGA core and sent to the debugging workstation where 
the interna] signals are analyzed {coi. 3. 11. 52-57; col. 4, II. 55-58). Accordingly, because Shen 
discloses performing error detection using the debugging workstation 1.04, Shen. therefore, 
teaches ma\ fioin mdoduic congvauto Ji j • j owned ins or 1 ) within an FPGA. Prior art- 
references must be considered in their entirety, i.e., as a whole, including portions that would 
lead away from the claimed invention. W.L. Gore & Associates, Inc. v. Gar loch Inc., 721 F.2d 
1540, 220 LTSPQ 303 (Fed. Cir. 1983). 

B. Shen Fails To Disclose an FPGA Having Storage Logic Operable To Store a State of 
Selected Ones of a.. Phi fat) flnh nai Signals r hai Match! a Inggei Path n For 
Later Retrieval By a Server 
hi operation. Sherds FPGA core 1 16 (FIG. 3) is used to collect data from registers using a 
scan chain (coi. 3, 11. 36-4 i ), In particular, a use r decide s which signals need to be observed 
during i le n i >. w uud are ateoichneh bu. I P< 1 V gene ate- w e t signals it c . 
DI AG SEL40 and D1AG SEL.i }) that control which scan segments (of the scan chain) need to 
be accessed (col. 5, 11. 30-33; coi. 4, 11. 35-58). After data is collected from the scan chains, the 
data is compressed and sent, to a debugging workstation (col. 3, 1.1. 52-54). Thus, Shen discloses 

nb -juUs \Mihm the I PGA coje 1 16 mat die pre-scleclcJ b\ a usu, and nogngnjF taaf 
in_5K h i ti m v.? pan w 

in addition, while Shen discloses thai the system i 00 is operable to search .for a specific 
signal patten (see coi 6, 1 11 ». M en - silent „ - to specificalK hem the sign I p< item is 

-8- 



Attorney Docket- RPS9200HH2?IJS!:/22{<0F 

searched. Based cm the above, Applicant respectfully submits that Shen's debugging workstation 
104 performs the function of searching for a specific signal pattern based on data collected from 
the FPOA core 116, Thus, Shen tails to disclose storage logic operable to store a state of the 
selected ones of the plurality of internal signals that match the trigger pattern for later retrieval by 
the server. 

Applicant respectfully submits that claim I is. therefore, allowable over Shen, 
C. Other Independent Claims 

Claim 9 incorporates limitations similar to those of claim 1 . Claim 9 land the claims that 
depend therefrom) are also allowable over Shen for reasons corresponding to those set. forth with 
respect to claim 1. 

Applicant submits that claims 1-9, 12, 14-15 and are allowable over the reference cited 

above, and are in condition for allowance. Should any unresolved issues remain., the Examiner is 

invited to call the undersigned at the telephone number indicated below. 

Respectfully submitted. 
SAWYER LAW GROUP LLP 
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